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REMARKS 



I. Status of Claims 

Claims 1-14 are pending in this application.' By this amendment, Applicant has 
canceled claim 12. 

II. Rejection of Claim 12 

The Examiner rejected Claims 12 under 35 -USC 112 second paragraph. Applicant 
has canceled Claim 12 to advance the prosecution of this case. 

III. Rejection of Claims 1-14 

The Examiner rejected Claims 1-14 under 1i03(a) as being unpatentable over 
US6506778, page 26, claim 1 . The '778 patent generically disclosed and claimed the 
instant claims. As noted by the Examiner, the instjbnt claims are more limited than the prior 
art claims. For example, the choice of substituents in the instant claims is i.e. 4-F, 2-CI in 
the phenol ring. 

The Examiner asserts that Applicant's attempt to dbviate the obviousness by comparing 
two of Defossa's compounds on page 21 of the sp'ecification "provided no unexpected 
results". The Examiner states that, to obviate obvfousness, the comparative data must be a 
vis-a-vis side-by-side comparison. According to tHe Examiner, there was "no side-by-side 
comparison as to what were the merits being compared, whether there was the unexpected 
result, or whether the results were statistically sigrfificant". The Examiner concluded by 
saying: "[n]o conclusion can be drawn from this 548 fold higher disclosed on page 21. It is 
well understood that unexpectancy is a legal concfusion, better is not necessarily 
unexpected." 

Applicant respectfully disagrees. Applicant switched to a new in vitro assay after the 
compounds of the '778 patent were tested. Thererare numerous examples disclosed in the 
778 patent. In order to demonstrate the superiority of the compounds of the instant 
application using the new assay, Applicant selected what it believed were two compounds 
from the 778 patent that were most closely related structurally to the compounds of the 
instant application. Using this new assay, Applicant obtained IC50 numbers for the 
instantly-claimed compounds that were clearly superior vis-a-vis the IC50 numbers for the 
two species disclosed in the 778 patent. Applicailt respectfully requests reconsideration of 
the outstanding rejection under 103(a). If the Examiner insists on maintaining the rejection, 
Applicant respectfully requests that the Examiner identify compounds in the 778 patent that 
he believes represent the closest prior art so that Applicant can test the compounds using 
the new assay. Applicant's agent remains available to discuss the required comparison at 
the telephone number listed below. 
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IV. Conclusion 

In view of the foregoing remarks, Applicants request the entry of this Amendment 
and reconsideration of the outstanding rejection under 103(a). 



Sanofi-Aventis 

Patent Department 

Route #202-206 / P.O. Box 6800 

Bridgewater, NJ 08807-0800 

Telephone (908) 231-2965 

Telefax (908)231-2626 

Docket No. DEAV2002/0067 US NP 



Respectfully submitted, 




Attorney/Agent for Applicant 
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